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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor subject to the 
conditions and requirements of this title. 

2. In regard to claim 53, applicant discloses a product and process in the same 
claim. In ex parte Lyell at 1552, the court stated "A claim such as those before us 
cannot be both method and apparatus. It must be clear from [the] wording [of the claim] 
that it is drawn to one or the other of [the] mutually exclusive statutory classes of 
invention [set for in 35 USC 101]. A method or process [claim] is an act or a series of 
acts and from the standpoint of patentability must distinguish over the prior art in terms 
of steps, whereas a claim drawn to apparatus must distinguish in terms of the structure. 
This is so elemental as not to require citation of authorities." In the present case, the 
applicant discloses: 

a. a vendor monitor (apparatus); 

b. wherein the compliance status for each monitored contract terms is 
determined by querying each machine and testing each monitored contract term 
associated with said machine for compliance (method). 

Further still, if the broadest reasonable interpretation of the claimed invention as 
a whole encompasses a human being, then a rejection under 35 USC 101 must be 
made indicating that the claimed invention is directed to nonstatutory subject matter. In 
the present case, the applicant discloses: 
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a. one or more managed sophisticated office machine, each machine having 
monitored contract terms, each machine further having an associated vendor 
responsible for complying with the monitored contract terms. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

ctoK 006 ,° r m ° re daimS P articu,ariv Panting out and distinctly 

claiming the subject matter which the applicant regards as his invention. 

4. Claims 53 - 76 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. In regards to claim 53, applicant discloses a product and process in the same 
claim. In ex parte Lyell at 1551 , the Board (BPAI) sustained the examiner's rejection 
under 35 USC 1 12, 2 nd paragraph, stating "we much agree with the examiner that a 
single claim which purports to be both a product or machine and a process is 
ambiguous and is properly rejected under 35 USC 112, second paragraph, for failing to 
particularly point out and distinctly claim the invention." In the present case, the 
applicant discloses: 

a. a vendor monitor (apparatus); 

b. wherein the compliance status for each monitored contract terms is 
determined by querying each machine and testing each monitored contract term 
associated with said machine for compliance (method). 
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Claim Rejections - 35 USC § 102 
1 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

an°t& P^hed under section 1 22(b , by 

granted on an application for pS^J^^nttSlfS? \T* 0r (2) a ^ 
applicant for patent, except that an international !„„ ? ! d S i ates before the invention by the 
351(a) shall have the effects fo puioses oHht subset Z rt t """V^ trea * defined in sec «°" 
only if the international application debated he Untec St£« » a PP'' ca ''°n ^ in the United States 
of such treaty in the English language 68 and was P""ll8hed under Article 21(2) 

2 Cairn, 47 and 48 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Saxon (US PGPub 2001/0039522 A1). 

3- In regards to claim 47. Saxon discloses a system for acquiring an inventor of 
sophisticated office machines comprising: 

a needs analyzer, the needs analyzer further includes a needs receiver, the 
needs receiver is capable of receiving needs input by a consumer (Page 1 f 5 L 1 - 
12), 

wherein the needs analyzer analyzes the needs input by the consumer and 
converts said needs into a list of vendor specifications (Page 1 f 5 L. 1 - 12), 

a consultant interface, the consultant interface is capable of interacting with a 
consultant, the consultant interface is software couple to the needs analyzer wherein 
the consultant may review and modify the vendor specification list produced by the 
needs analyzer (Page 1 f 7 L. 1 1 - 13). 

4. in regards to Calm 48, Saxon discloses further including a vendor quote 
requester wherein the vendor quote requester converts the list of vendor specifications 
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into vendor-specific requests for quotations and prepares input screens reflecting each 

request for quotation (Page 1 U 5 L. 12 - 20). 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for a.l 
obviousness rejections set forth in this Office action: 

the prior art are such that the sub ect matter as a w£c£ S^™*' t0 be P a,ented and 
invention was made to a person hav ng ord narv sSt M * . V t b ! en ° bviOUS at ,ne time 
Patent shal, no, he ^E^SM whfcn ^ pertains ' 

6. Claims 53 - 55, and 66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saxon (US PGPub 2001/0039522 A1). 

7- In regards to Cairn 53, Saxon disc.oses a system for managing an inventory of 
sophisticated office machines comprising: 

. one or more managed sophisticated office machine (Page 1 U 5 - 7), each 
machine having monitored contract terms, each machine further having an associated 
vendor responsible for complying with the monitored contract terms, 

a vendor monitor (Page 2,17), wherein compliance status for each monitored 
contract term is determined by querying each machine and testing each monitored 
oontrac, term is determined by querying each machine and testing each monitored 
contract term associated with said machine for compliance, 

a vendor manager (Page 1 , 7), the vendor manager able to communicate with 
said vendors, wherein each said associated vendor is automatically notified of 
compliance status. 
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8. In regards to claim 54. Saxon discloses further including a real-time reporter 
(Page 2 f 16 - 17, 21), the vendor monitor further includes a productivity tracker and a 
cost tracker (Page 2 U 16 - 17, 21), 

wherein the productivity tracker maintains useful productivity-related statistics, 
the cost tracker maintains useful cost-related statistics (Page 2 If 16 - 17, 21), 

wherein said statistics are reported by said real-time reporter on demand (Page 2 
1116-17, 21). 

9. In regard to claims 55 and 66, Saxon discloses further including a contract 
writer, wherein the contract writer produces a contract specifying monitored contract 
terms for each machine (Wherein Saxon discloses that a remote station is loaded 
with accounting software which keeps track of inventory, work in progress, 
prices, and etc. Further still, Saxon also discloses the creation of 
invoices/purchase orders as well. The examiner would like to note that 
invoices/purchase orders are types of contracts, i.e. an invoice/purchase order 
would contain an agreement of what would be purchased and the cost of the 
purchase, which must be paid for), 

wherein the monitored contract terms produced by said contract writer are 
monitored by said vendor monitor and said compliance status is reported by said real 
time reporter (Page 2 H 16 - 17, 21). 

10. Claims 49, 50, 51, 52, 56, 57, 58, 59, 60, 61, 62, 63, 64, 65, 67, 68, 69, 70, 71, 

72, 73, 74, 75, and 76 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
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Saxon (US PGPub 2001/0039522 A1) in view of Keane et al. (US PGPub 
2004/0046788 A1). 

11. In regards to claim 49, Saxon is discussed above, but fails to teach further 
including a vendor interface, wherein one or more vendors review the requests for 
quotations and prepare and submit bids in response to said requests for quotations. 

However, Keane teaches that the customer, whom instructs the system to search 
for printing firms to fulfill the customer's request (bidding), inputs predetermined 
requirements into the system. It would have been obvious that in the event that multiple 
bidders are able to fulfill the predetermined requirements set by the customer that the 
system would require user input, by the customer, to make the final decision of who 
should carryout the request (Pg. 5 H 52 L. 2 - 4, U 55 L. 1 - 7). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Saxon in view of the teachings of Keane to include a 
vendor interface at the remote stations in order to have the vendors submit bids. 

12. In regards to claims 50 - 52, Saxon to include a contract writer, wherein the 
contract writer produces a contract specifying monitored contract terms for each 
machine (Wherein Saxon discloses that a remote station is loaded with 
accounting software which keeps track of inventory, work in progress, prices, 
and etc. Further still, Saxon also discloses the creation of invoices/purchase 
orders as well. The examiner would like to note that invoices/purchase orders are 
types of contracts, i.e. an invoice/purchase order would contain an agreement of 
what would be purchased and the cost of the purchase, which must be paid for). 
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13. In regard to claims 56, 61, 67, and 72, Saxon discloses a system for acquiring 
an inventor of sophisticated office machines comprising: 

a needs analyzer, the needs analyzer further includes a needs receiver, the 
needs receiver is capable of receiving needs input by a consumer (Page 1 U 5 L. 1 - 
12), 

wherein the needs analyzer analyzes the needs input by the consumer and 
converts said needs into a list of vendor specifications (Page 1 f 5 L. 1 - 12), 

a consultant interface, the consultant interface is capable of interacting with a 
consultant, the consultant interface is software couple to the needs analyzer wherein 
the consultant may review and modify the vendor specification list produced by the 
needs analyzer (Page 1 7 L. 11 - 13). 

14. In regard to claims 57, 59, 62, 64, 68, 70, 73, and 75, Saxon discloses further 
including a vendor quote requester wherein the vendor quote requester converts the list 
of vendor specifications into vendor-specific requests for quotations and prepares input 
screens reflecting each request for quotation (Page 1 H 5 L. 12 - 20). 

15. In regards to claims 58, 60, 63, 65, 69, 71, 74, and 76, Saxon is discussed 
above, but fails to teach further including a vendor interface, wherein one or more 
vendors review the requests for quotations and prepare and submit bids in response to 
said requests for quotations. 

However, Keane teaches that the customer, whom instructs the system to search 
for printing firms to fulfill the customer's request (bidding), inputs predetermined 
requirements into the system. It would have been obvious that in the event that multiple 
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bidders are able to fulfill the predetermined requirements set by the customer that the 
system would require user input, by the customer, to make the final decision of who 
should carryout the request (Pg. 5 K 52 L. 2 - 4, 55 L. 1 - 7). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Saxon in view of the teachings of Keane to include a 
vendor interface at the remote stations in order to have the vendors submit bids. 

Response to Arguments 

16. Applicant's arguments with respect to claims 1 - 46 have been considered but 
are moot in view of the new ground(s) of rejection. 

Objections towards drawings 

1 7. Objections made towards the drawings have been withdrawn due to 
amendments. 

Pertinent arguments 

18. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., monitoring the sophisticated equipment after a purchase has been made) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

1 9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerardo Araque Jr. whose telephone number is 
(571)272-3747. The examiner can normally be reached on Monday - Friday 8:30AM - 
4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
GA 

12/20/06 



